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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3-1 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Muller etal. (USP 5,273,905). 

Muller et al. teach a method and apparatus for the sequential multi-stop 
processing of slides for staining comprising a liquid dispensing means, heating means 
and aspiration means. Column 4 lines 4+ teach microprocessor control of both the 
heating and movement of the sample to chambers of different volumes based upon 
desired analysis. This has been read on the claimed "... dispenser orifice and slide 
housing being capable of relative movement to each other under microprocessor control 
..." (e.g. the dispensing orifice is move to a different chamber based upon the analysis 
and volume required). Column 4 lines 27+ teach multiple processing stations that are 
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modular in design having "quick connect/disconnect" means to fluidic and electrical 
supplies which has been read on the claimed "... hose transport mechanism... ". 
Column 15 lines 8+ teach block member(37) with good heat transfer characteristics is 
adjacent to the glass slide which has been read on the claimed "heater'V'heating 
element is adjacent to the slide". Column 66 lines 54+ teach the fluid is remove "either 
by suction .... or by flowing a washing fluid or the like through the chamber. . ." and has 
been read on the claimed "liquid aspirator". 

With respect to the 3/17/08 amendments, the new limitations "... liquid is 
dispensed from above ..." has been read on figure 18 where conduits(132,133) are 
"above" chamber(1 1 6) and supply the sample to the chamber(1 1 6). The new limitations 
"... each cavity being mounted on separate structures that provide relative movement of 
the supply input between the orifice and each cavity ..." has been read on the taught 
valve(1 29) that provides relative movement of each of the supply lines of reservoirs (R1 - 
R11). 

Muller et al. teach manually placing a single slide into a slide cavity and is silent 
to the claimed "... mounted on separate structures ..." which requires a plurality of slide 
cavities. 

The court decided In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 1960) that 
if the reference did not disclose a plurality of ribs, the court held that 
mere duplication of parts has no patentable significance unless a new and unexpected 
result is produced. The facts of this case are similar. Muller et al. fails to teach plural 
slide mounting structures. It would have been advantageous to provide multiple slide 
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mounting structures to achieve the expected result of process more than one slide 
simultaneously. In the absence of a showing of new and unexpected results, it would 
have been within the skill of the art to modify Muller et al. and provide a plurality of slide 
mounting structures that would be in fluid communication with the reservoirs (R1 -R1 1) 
through valve(129) to gain the expected results of process more slides simultaneously. 

Response to Arguments 
Applicant's arguments filed 1 1/14/08 have been fully considered but they are not 
persuasive. 

Applicant summarizes the instant invention as having a slide rotor(504), a 
reagent rotor(506) and arcuate cartridge frame(534), etc. The Office notes none of 
these limitations are presently claimed and these remarks are not commensurate in 
scope with the pending claims. 

Applicant states Muller fails to teach the claimed limitations "...a liquid dispenser 
including an orifice decoupled from each cavity from which liquid is dispensed from 
above Muller teaches in figure 18 conduits(132,133) that are "above" 
chamber(1 16). The Office maintains this language is sufficiently broad to have been 
properly read on Muller. 

Applicant states Muller fails to teach the claimed "... each cavity being mounted 
on separate structures that provide relative movement between the orifice and each 
cavity The Office does not agree and maintains input reservoir(1 1 6) is placed over 
each slide and forms a cavity into which the appropriate fluids/reagents are dispensed 
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to the slides. The cavity created by reservoir(1 16) supplied the fluids/reagents from 
above and meets the instant claims. 

Applicant states Muller fails to teach orifices and cavities mounted on separate 
structure that provide relative movement. The Office maintains Muller et al. teach the 
reservoir(1 16) is sequentially(e.g. relatively) moved onto each slide and creates a 
separate cavity on the slide. Muller has been properly read on the pending claims. 

Applicant states Muller fails to teach liquid aspirator decoupled form each slide 
cavity as required by claim 3. The Office maintains the reservoir(1 1 6) is attached and 
detached to each slide and has been properly read on the claimed decoupling. 

Applicant traverses the rejections of claims 10,17 and 18 because Muller does 
not teach "bringing the end of the vacuum hose transport mechanism to the selected 
cavity." Muller teach positioning cavity(116) on each slide which include a vacuum hose 
and has been properly read on these claims. 

With respect to the 1 1/14/08 IDS, the only cited reference that teaches a vacuum 
and aspiration means is USP 7,217,392 which has a different inventive entity and an 
effective filing date 2/27/98. The Office has considered the pending application as 
having an effective filing date for the subject matter that includes a vacuum and 
aspirating means as going back to at least 7/02/97 from the CIP of USP 5,947,167. 
Therefore USP 7,217,392 does not qualify as prior art based upon its later effective 
filing date. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyle A. Alexander whose telephone number is 571-272- 
1254. The examiner can normally be reached on Monday, Tuesday and Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Lyle A Alexander 
Primary Examiner 
Art Unit 1797 

/Lyle A Alexander/ 

Primary Examiner, Art Unit 1797 



